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Ou C H S?J?K N i D STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. " 

' S^^(Il^T^r l,lm ° f 37 CFR l136(a) ' ln no event ' however ' ma * 8 re P'V be «-"ely filed 
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Status 

1)13 Responsive to communication(s) filed on 30 April 2004 and 21 Mav 2004 
2a)Q This action is FINAL. 2bM This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) KI Claim(s) 13.17 and 18 is/are pending in the application. 
4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) [g] Claim(s) 13. 17 and 18 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) Q The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d) 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 
Priority under 35 U.S.C. § 119 

12) Q Acknowledgment is made of a claim forforeign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)D Some * c)Q None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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1) D Notice of References Cited (PTO-892) ^ n ■ , 

-riwrf f r> » 4) |_J Interview Summary (PTO-41 3) 

2) U Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. 

3) U Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 5) □ Notice of Informal Patent Application (PTO-152) 

Paper No(s)/Mail Date . 6) □ Other: . 
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DETAILED ACTION 



Response to Amendment 

1 . The Response of April 30, 2004 canceled claims 1 1 , 1 2, 1 5 and 1 6. Accordingly, 
the claims now pending are claims 13, 17 and 18. 

2. In view of the arguments and amendments presented in the response, the 
rejections over all the prior art except Fukami et al., U.S. Patent No. 5,814,631 , have 
been overcome. It is noted that EP 795,548 of record is cumulative with this Fukami et 
al. patent, and WO 00/10982 has been overcome by the submission of an English 
translation of applicants' priority papers in the Response of May 21, 2004. 

Obviousness-type Double Patenting 

3. Claims 1 3, 1 7 and 1 8 are again are rejected under the judicially created doctrine 
of obviousness-type double patenting as being unpatentable over claims 5-21 of U.S. 
Patent No.5,814,631. Applicants' arguments have been considered but are seen 
persuasive of error in the present rejection. As noted in the last Office action, the same 
hosts are being treated for the same diseases by the same compounds. Discovery of 
the specific mechanism or mode of action of the method does not render the present 
method patentable. The same process is involved. The same compounds are being 
administered to treat the same diseases. The present mode of action would, in fact, be 
inherently present. 
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4. Claims 1 3, 1 7 and 1 8 are again provisionally rejected under the judicially created 
doctrine of obviousness-type double patenting as being unpatentable over claims 16 
and 1 7 of copending Application No. 09/763,21 3. Again the same compounds are 
being administered to treat the same disease. Note, also that claim 1 7 of the '213 
application does not recite any mode of action. This is a provisional obviousness-type 
double patenting rejection because the conflicting claims have not in fact been 
patented. 



Different Inventive Entity, Common Ownership 

5. Claims 13, 17 and 18 are directed to an invention not patentably distinct from 
claims 5-21 of commonly assigned U.S. Patent No. 5,814,631 and claims 16 and 17 of 
commonly assigned Application No. 08/763,213. See the rejections above. 

6. The U.S. Patent and Trademark Office normally will not institute an interference 
between applications or a patent and an application of common ownership (see MPEP 
§2302). Commonly assigned U.S. Patent No. 5,814,631 and Application No. 
08/763,213, discussed above, would form the basis for a rejection of the noted claims 
under 35 U.S.C. 103(a) if the commonly assigned case qualifies as prior art under 35 
U.S.C. 102(f) or (g) and the conflicting inventions were not commonly owned at the time 
the invention in this application was made. In order for the examiner to resolve this 
issue, the assignee is required under 35 U.S.C. 103(c) and 37 CFR 1.78(c) to either 
show that the conflicting inventions were commonly owned at the time the invention in 
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this application was made or to name the prior inventor of the conflicting subject matter. 
Failure to comply with this requirement will result in a holding of abandonment of the 
application. 

7. A showing that the inventions were commonly owned at the time the invention in 
this application was made will preclude a rejection under 35 U.S.C. 103(a) based upon 
the commonly assigned case as a reference under 35 U.S.C. 102(f) or (g), or 35 U.S.C. 
102(e) for applications filed on or after November 29, 1999. 

Claim Rejections - 35 USC § 102 1 35 USC § 103 

8. Claims 13, 17 and 18 are again rejected under 35 U.S.C. 102(a and b) as 
anticipated by or, in the alternative, under 35 U.S.C. 103(a) as obvious over Fukami et 
al. '631 for the reasons of record. See the rejection in the obviousness-type double 
patenting rejection above. 

Conclusion 

9. This action is not made final in view of the new issue presented in paragraphs 
5-7 above. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Richard L. Raymond whose telephone number is (703) 
308-4523. The examiner can normally be reached on Monday-Thursday (930AM- 
8:00PM)). v 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mukund J. Shah can be reached on 305-4716. The fax phone number for 
the organization where this application or proceeding is assigned is (703) 872-9306. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (703) 308- 
1235. A // 7 

■fpich^^ 

if Primary Examiner 
Art Unit 1624 

rr 

July 14, 2004 



